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Does your business have a patent 
strategy?  if not, should it have 
one?  The answer may be “no” if 

your company delivers products or services 
that embody no new innovation. however, if 
your business sells products or services that 
require significant development costs such as 
engineering or other creative resources, the 
answer may be “yes.”

A patent strategy is an agreed-upon 
procedure to be followed with regard to 
inventions for a given product or product 
area. The patent strategy may be documented 
or undocumented, formal or informal. Often, a 
company may choose to adopt different patent 
strategies for different products or product 
lines.

A well-considered patent strategy is based 
on an assessment of several factors, including:

1. Offensive risk — the likelihood a 
competitor would copy your product, or use 
a novel feature from your product in their 
products, and what harm that would inflict on 
your business;

2. Defensive risk — the likelihood 
a competitor has, or will have, a patent 
covering your product, and sue you for patent 
infringement, leading to possible money 
damages and a court injunction against you 
selling your product; and

3. Resources — the budget or other 
resources your business needs to deal with 
patent-related issues.

here are just a few of the many possible 
patent strategies you may wish to consider for 
your business.

• Head-in-the-sand. This approach 
involves ignoring all patent-related issues.  
The business may be small and understaffed 
and so busy that no one even considers patent 
issues, and there may be no resources set 
aside for patenting. if patents are considered 
at all, the business owner may rationalize 
that the business is too small to be noticed 
by anyone with a patent portfolio. startup 
businesses that eventually succeed may 
regret taking this approach when they learn 
innovative features of their early products 
can no longer be patented due to the passage 
of too much time.  Or they may suddenly, 
unexpectedly be sued, or receive a cease and 
desist letter.

• Competitive patent monitoring. in 
this approach, published patent applications 
and patents of key competitors are regularly 
monitored. The monitoring may also be 
defined in other ways such as subject matter 
or key words. This approach seeks to reduce 
defensive risk by being aware of what other 
parties are patenting or trying to patent. in 
some cases, if a relevant patent is discovered 
and it is owned by a non-competitive party, 
there may be an opportunity to approach the 
party for a license, possibly even an exclusive 

license in a desired field of use. Discovery of 
the patent may also allow your engineering 
team to “design-around” the patent in order to 
avoid being accused of infringing the patent, 
while continuing to sell your product.

• new product design reviews. in this 
approach, before a new product or product 
modification is launched, an internal review 
is done to identify patentable features.  
Depending on the importance of the product, 
the review may be cursory or it may be 
exhaustive. Any novel features that are 
identified can be prioritized and evaluated 
for patentability.  The design review may 
also include a defensive analysis to identify 
conflicts with third party patents.

• Picket fence. important new products 
may justify this approach, in which multiple 
patents are filed to protect different novel 
features of the product. To maximize 
protection, patents may also cover different 
aspects of each feature. For example, one 
patent may cover the feature itself as an 
article, another may cover its method of 
operation, and still another may cover its 
method of manufacture.

• Patents vs. defensive publications vs. 
trade secrets. in some cases, it may be wise 
to publish a novel feature of your product 
rather than try to patent it. The publication, 
typically cheaper than a patent, acts as prior 
art to stop others from patenting it later. The 
Bell system Technical Journal was published 
by AT&T for this purpose over many 
decades. Today, internet publication options 
are available. sometimes, rather than publish 
or patent, the novel feature may qualify for 
protection as a trade secret. Trade secret 
protection may be considered for features that 
are not readily apparent from inspection of the 
product.

• Box-in the competition. in this 
sophisticated approach, your engineering 
team is used to develop an improvement 
to a recently published patent of your 
competitor. Then, you file for a patent on the 
improvement to block the competitor from 
using it.

Although this column is specific to 
patents, similar strategies can be adopted for 
other forms of intellectual property, such as 
trademarks and copyrights.

Your business may 
need a patent strategy

Stephen Jensen is an attorny with Wilhelm Law, 
S.C. in Appleton. 
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