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“Anything under the sun that is made 
by man.”  That is how Chief 
Justice warren Burger in 1980 

described the expansive scope of what types of 
inventions are eligible subject matter under the 
u.s. patent laws.  

Of course, in order for something to be 
patentable, it is not enough to be directed to 
patent-eligible subject matter — it must also 
satisfy the other requirements under the patent 
laws.  

For example, it must be new and non-
obvious, but those other requirements come after 
the threshold question of whether the invention 
is directed to patent-eligible subject matter.

The “anything under the sun” expression is 
an exaggeration. For many years, the courts have 
been imposing on the patent laws certain implicit 
judge-made exceptions regarding what qualifies 
as patentable subject matter.  

specifically, the courts have long said the 
following categories are not patentable:

• laws of nature,

• natural phenomena, and

• abstract ideas.
The reason given is that these are the basic 

tools of scientific and technological work, and 
monopolization of those tools via the patent 
system would impede innovation more than it 
would promote it. see Gottschalk v. Benson 
(sup. Ct. 1972). These judicial exceptions are 
why einstein could not have patented his well-
known equation e = mc2.  

Closely related to abstract ideas is the area 
of computer-implemented technology such as 
software, and pure mathematical algorithms.  
historically, the u.s. patent office regarded 
methods of doing business as nonpatentable 
subject matter. with the advent of the computer, 
patent applications directed to methods carried 
out by computers (computer software) had to 
be addressed. The patent office rejected such 
applications as nonpatentable subject matter if 
the computer-implemented method too closely 
resembled a business method or a disembodied 
mathematical algorithm.

eventually, with the rise of computer-
related inventions in the 1980s and 1990s, 
the distinction between business methods and 
technological methods became impractical, and 
the need to provide patent protection for the 
rapidly growing computer and software industry 
became apparent.  

The patent office abandoned its position 
that business methods were unpatentable, instead 
applying the same patentable subject matter 
standards to all computer-related inventions.

This approach was confirmed by an 
appeals court in 1998, which stated the historical 
business method exception was incorrect, and 
that computer software and other processes are 
patent-eligible subject matter as long as they 
provide a useful, concrete, and tangible result.

since then, the standards or tests used by 
the patent office and courts for determining 

whether computer-implemented inventions such 
as computer software (as well as other inventions 
not necessarily associated with computers) are 
patent-eligible subject matter have undergone 
twists and turns. simply stated, after the 1998 
court decision, the standards were fairly easy to 
comply with and computer and software patents 
flourished.  This underwent further development 
until 2010.

At that time, the standard in use was 
that a method (e.g. computer software) was 
patent-eligible subject matter if (1) it is tied 
to a particular machine or apparatus, or (2) it 
transforms a particular article into a different 
state or thing.  

in 2010 the supreme Court issued a 
decision, Bilski v. Kappos, that struck down 
a particular invention as an abstract idea.  in 
that case, the Court held the machine-or-
transformation test was not the sole test for 
subject-matter patentability. unfortunately, it did 
not make clear in its opinion what other standard 
should be used to determine if an invention was 
unpatentable as an abstract idea.

The absence of a clear standard had the 
effect of eroding patent protection for computer 
software and related inventions. Two later 
supreme Court cases, one in 2012 and one as 
recent as last June, held the respective method-
related inventions were unpatentable as abstract 
ideas. in the June 2014 decision (Alice Corp. 
v. CLs Bank), the Court outlined a two-step 
analysis. First, the invention is evaluated to see if 
it is directed to an abstract idea (or law of nature 
or natural phenomenon).  second, the claimed 
invention is scrutinized to see if an inventive 
concept can be identified separate from the 
abstract idea.

The consensus in the patent community, 
confirmed by the latest lower court rulings, 
is that the effect of this and the other recent 
supreme Court decisions will be to further erode 
computer-software inventions and the like.

On the bright side, computer-related 
inventions are far from dead, and patents 
continue to issue from the u.s. patent office on 
such inventions.  

if history is any guide, the pendulum may 
well swing back to stronger patent protection for 
such inventions in the coming years.

These are troubled times 
for software patents

Stephen  
JenSen

Guest Columnist 

LEGAL 

Stephen Jensen is an attorny with Wilhelm Law, 
S.C. 


